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DECI SI ON ON APPEAL

Appel l ants seek review under 35 U S.C. § 134 fromthe
final rejection of clains 1-5 and 9-16, all of the pending

cl ai ms.

! Application for patent filed Septenber 11, 1992.
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Claiml is representative and is reproduced bel ow

1. A sheet material for nmounting on a substrate and
di splaying an article, conprising a substantially snooth,
flexible filmbacking, a coating of a first repositionable
adhesive on a first major surface of said backing for
removabl y adhering said sheet material to said substrate, and
a coating of a second repositionabl e adhesive on a second
maj or surface of said backing for adhering said article to
said sheet material, said first repositionabl e adhesive
coating providing a higher |evel of adhesion per unit area of
said sheet material than said second repositionabl e adhesive
coating by virtue of said first repositionabl e adhesive being
nor e aggressive an adhesive than said second repositionable
adhesi on(sic, adhesive) such that the adhesion | evel provided
by said first repositionabl e adhesive coating is at |east
about 50 gramicm wi dth higher than that provided by said
second repositionabl e adhesive coating when tested accordi ng
to Test Method A, and the adhesion | evel provided by said
second repositionabl e adhesive coating is about 30 to about 55
granmicm wi dth when tested according to Test Method A, such
that when said first repositionable adhesive coating is
contacted with said substrate to which said sheet material is
bei ng adhered, said article which is being adhered to said
second repositionabl e adhesive coating can be repositioned
t hereon and renoved therefromw t hout renoving said sheet
material from said substrate.

The references of record relied upon by the exam ner are:

Loggi ns 4,950, 517 Aug.
21, 1990

Merrill, Jr. et al. (Merrill) 3,857,731 Dec.

31, 1974

Claims 1, 9, and 16 stand rejected under 35 U. S. C
8 102(b) as anticipated by Loggins. Cains 2 and 3 stand

rejected under 35 U S.C. 8§ 103 as obvious over Loggins in view
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of Merrill. dCains 4, 5, and 10-15 stand rejected under
35 U.S.C. 8 103 as unpatentabl e over Loggins.

We cannot sustain the stated rejections.

The subject matter on appeal is directed to a sheet
material to be nounted on a substrate (e.g., a wall) for
di splaying an article (e.g., a greeting card or a photograph),
conprising a flexible film backing having a first
reposi ti onabl e adhesi ve on one surface and a second
reposi ti onabl e adhesive on the other surface. The adhesion
| evel provided by the first repositionabl e adhesive is at
| east about 50 gramicm wi dth higher than that provided by the
second repositionabl e adhesi ve when tested in accordance with
a referenced test nethod (Test Method A as described in the
specification at page 8, lines 10-37) and the second
reposi ti onabl e adhesi ve coati ng provi des an adhesi on | evel of
about 30 to about 55 gramicm wi dth under the sane test. Wen
the sheet material is adhered to a wall by neans of the first
reposi ti onabl e adhesive coating, the greeting card or
phot ograph can be repositioned thereon or renoved therefrom

wi t hout renoving the sheet fromthe wall
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The examner’'s prior art rejections are based on the
contention that the adhesion |evels of the adhesive coatings
on the | ower and upper faces of the stickers described in
Loggi ns

(coatings 38 and 40 in Figures 2 and 3) nust inherently fal

within the Test Method A adhesion | evel ranges called for by
t he appeal ed cl ai ns because, according to the exam ner, the
stickers are used in a simlar fashion to that of the clained
sheet material and, if adhesion |evels outside the clained
ranges were used, the stickers of Loggins would not properly
function.

| nher ency, however, may not be established by

probabilities or possibilities. In re Celrich, 666 F.2d 578,

581, 212 USPQ 323, 326 (CCPA 1981). Wiile it may be possible
that the adhesive coatings of Loggins’ stickers, which are
particularly useful for adhering a sheet of drafting paper or
filmto a drafting table, inherently possess adhesion |evels
corresponding to the levels clained, that “possibility” is not

sufficient to establish a prima facie case of inherency.

Here, because of a paucity of detailed and specific
di scl osures regardi ng the adhesive conpositions of Loggins, a

4
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conparative factual analysis between the clainmed adhesives and

t he adhesi ves of Loggins, such as nade in In re Spada, 911 F

2d 705, 708, 15 USPQR2d 1655, 1658 (Fed. Cr. 1990), cannot be
undertaken. Accordingly, the examner’s stated rejections of

t he appeal ed cl ai n8 cannot be sustai ned.

REMAND
This application is remanded to the exam ner to consider
a rejection of at |east independent clains 1 and 16 under
35 U.S.C. §8 103 over Loggins based on the rationale that the
par anmet er of adhesive strength (level) for the respective
adhesi ve coatings on the upper and | ower faces of the stickers

described in Loggins woul d have been recogni zed by one of

ordinary skill in this art as a result effective variable in
light of the disclosures in Loggins at colum 1, |ines 15-20;
colum 1, line 66 to colum 2, line 8; colum 2, lines 26-40;
colum 3, lines 20-31; colum 4, lines 17-30; and columm 5,

lines 29-36. Ordinarily, the discovery of a workable or
optimum val ue of a result effective variable(paraneter) is

within the skill of the art. In re Boesch, 617 F.2d 272, 276,

205 USPQ 215, 219 (CCPA 1980). Consideration should al so be

5
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given to the fact that Test Method A, which defines the
adhesive |l evels of the clained adhesives,is a conventi onal
met hod used in the art as set forth in the specification at

page 8, lines 10-37.



Appeal No. 95-4120
Application No. 07/943,901

The deci sion of the exam ner

is reversed and the

application is remanded for consideration of the issues raised

above.

This application, by virtue of its special status

requires an imedi ate ation. Manual of Patent Exam ning

Procedure 8 708.01(d)(7th ed., July 1998).

It

is inportant

that the Board be informed pronptly of any action affecting in

this case.

jrg

REVERSED/ REMANDED

JOHN D. SM TH
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge
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